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DETAILED ACTION 
Election/Restrictions 

1 . Newly submitted independent claims 15-28 is/are directed to an invention that 
is independent or distinct from the invention originally claimed for the following reasons: 
these claims are for an apparatus that creates a Web page containing detailed 
information about the problems detected in the image forming and reproducing process 
- classifiable in class 707 subclass 10. 

Claim 1 1 link(s) invention I (claims 1 - 14) and invention 11 (claims 15 - 28). The 
restriction requirement between the linked inventions is subject to the nonallowance of 
the linking claim(s), claim 11. Upon the allowance of the linking claim(s), the restriction 
requirement as to the linked inventions shall be withdrawn and any claim(s) depending 
from or othenA^ise including all the limitations of the allowable linking claim(s) will be 
entitled to examination in the instant application. Applicant(s) are advised that if any 
such claim(s) depending from or including all the limitations of the allowable linking 
claim(s) is/are presented in a continuation or divisional application, the claims of the 
continuation or divisional application may be subject to provisional statutory and/or 
nonstatutory double patenting restrictions over the claims of the instant application. 
Where a restriction requirement is withdrawn, the provisions of 35 U.S.C. 121 are no 
longer applicable, /n re Z/eg/er, 44 F.2d 1211, 1215, 170USPQ 129, 131-32 (CCPA 
1971). See also MPEP§ 804.01. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
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prosecution on the merits. Accordingly, claims 15-28 is/are withdrawn from 
consideration as being directed to a non-elected invention. See 37 CFR 1 .142(b) and 
MPEP§ 821.03. 

2. Claims 1-14 have been examined. 

Claim Objections 

3. Claim 1 is objected to because of the following infomnalities: 

As per claim 1 , It appears that Applicant has unintentionally left off the 
preamble to the claim. The Examiner assumes that claim 1 was intended to 
have the preamble of the original Claim 1 , which is "An image reproducing 
apparatus comprising..." 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 2 - 12 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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5. Claims 2, 4, 7, and 9 recite the limitation "The image reproducing apparatus 
according to claim 1" in the first line of each claim. There is insufficient antecedent 
basis for this limitation in the claim. 

The Examiner assumes that Applicant unintentionally left off the preamble of 
claim 1 which recites the limitation of "An image reproducing apparatus" which is also 
what claims 2, 4, 7, and 9 are refer to. 

6. Claim 9 recites the limitation "further comprising e-mail creating means" in the 
first and second lines of the claim. There is insufficient antecedent basis for this 
limitation in the claim. 

It is not clear if the Applicant is referring to a new email creating means or the 
email creating means recited in claim 1. The Examiner has interpreted the limitation as 
referring to the email creating means of claim 1 . 

7. Claim 1 1 recites the limitation "the image reporting and reproducing process" in 
the last line of the claim. There is insufficient antecedent basis for this limitation in the 
claims. 

The Examiner has interpreted the limitation as referring to the "image forming 
and reproducing process" as previously recited in claims 1 . 

8. Claim 12 recites the limitation "the URL of the Web page" in the last line of the 
claim. There is insufficient antecedent basis for this limitation in the claims. 

The Examiner has interpreted the limitation as referring to "a URL of the Web 

page." 
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9. Claim 12 recites placing a URL to a web page in the subject of an e-mail 
message. It is unclear if the URL is a link to the web page that a user can click on to 
display the web page, or simply a non-interactive text string that displays the web page 
address to the user. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

10. Claims 1 - 2, 4 - 10, and 13 - 14 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Muto US Patent Application No. 2002/0116480 (hereinatter Muto). 

As per claims 1 and 13, Muto teaches an image forming part that carries out 
image forming and reproducing (Figure 1 Item 105, Paragraph [0040]); a data storage 
that stores a plurality of possible problems occurring in connection with an image 
forming and reproducing process, each problem being stored in association with 
addressee information and a problem ID code (Figure 1 Items 111 and 112, Paragraphs 
[0045], [0055], and [0056]); an acquiring unit that acquires problem information when 
one of the problem occurs in connection with the image fomning and reproducing 
process (Figure 1 Item 106, Paragraph [0040]); an addressee determination unit that 
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selects an addressee corresponding to one of the problems with reference to the data 
storage (Figure 1 Item 112, Paragraph [0045]); a communication unit that reports 
occurrence of one of the problems to the selected address (Figure 1 Item 1 1 3); and an 
email creating means that creates an email to report the occurrence of one of the 
problems to the selected addressee and inserts the problem ID code in the subject of 
the email (Figurel Item 108 and 112, Figure 10 Item 1004, Paragraph [0067]). 

As per claim 2, Muto teaches wherein the forming and reproducing process 
includes at least one of a printing process for recording and outputting an image and a 
reading process for optically reading an original, and the image forming part includes at 
least one of a printing section that records and outputs the image, and a reading section 
that optically reads the original (Paragraph [0137]). 

As per claim 4, Muto teaches the image apparatus further comprising a use 
information retaining unit that retains use information about the image reproducing 
apparatus, wherein the communication unit reports the occurrence of a problem 
together with the use information to the selected address (Figure 10 Item 1010, 
Paragraph [0069]). 

As per claim 5, Muto teaches wherein the use information contains location 
information representing the location of the image reproducing apparatus (Figure 10 
Item 1011, Paragraph [0069]). 
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As per claim 6, Muto teaches wherein the use information contains ID information 
for identifying the image reproducing apparatus (Figure 10 Item 1010, Paragraph 
[0069]). 

As per claim 7, Muto teaches wherein the data storage stores one or more 
addressees as addressee information, in association with one of the problems (Figure 
10 Item 1003, Paragraph [0067]). 

As per claim 8, Muto teaches wherein the data storage stores a user of the 
image reproducing apparatus in association with one of the problems (Figure 7 Item 
S704, Figure 10 Item 1003, Paragraphs [0062] and [0067]). 

As per claim 9, Muto teaches the email creating means that creates an email to 
report the addressee of the occurrence of one of the problems, wherein the data 
storage stores an email address as the addressee information, in association with one 
of the problems (Figure 10 Item 1003, Paragraph [0067]) 

As per claim 10, Muto teaches wherein the data storage stores a problem ID 
code in association with one of the problems (Figure 1 Items 111 and 112, Paragraphs 
[0045] and [0055] - [0056]), and the email creating means inserts the problem ID code 



Application/Control Number: 10/666,253 Page 8 

Art Unit: 2181 

in the subject of the email (Figure 1 Items 108 and 112, Figure 10 Item 1004, Paragraph 
[0067]). 

As per claim 14, Muto teaches a data storage that stores a plurality of possible 
problems occurring in connection with an image fomning and reproducing process, each 
problem being stored in association with addressee information and a problem ID code 
(Figure 1 Items 111 and 112, Paragraphs [0045], [0055], and [0056]); an acquiring unit 
that acquires problem information when one of the problem occurs in connection with 
the image forming and reproducing process (Figure 1 Item 106, Paragraph [0040]); an 
addressee determination unit that selects an addressee corresponding to one of the 
problems with reference to the data storage (Figure 1 Item 112, Paragraph [0045]); a 
communication unit that reports occurrence of one of the problems to the selected 
addressee (Figure 1 Item 113); and an email creating means that creates an email to 
report the occurrence of one of the problems to the selected addressee and inserts the 
problem ID code in the subject of the email (Figurel Item 108 and 1 12, Figure 10 Item 
1004, Paragraph [0067]). 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which fonns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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1 1 . Claims 3 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Muto US Patent Application No. 2002/01 16480 (hereinafter Muto) as applied to claims 1 
- 2, 4 - 10, and 13 - 14 above in view of Parry US Patent No. 6,666,594 (hereinafter 
Parry). 

As per claim 3, Muto teaches a printing process management unit that monitors 
and detects printing problems occurring in connection with the printing process (Muto; 
Figure 1 Item 106). 

Muto does not teach a reading process management unit that monitors and 
detects reading problems occurring in connection with the reading process. 

Parry teaches an error detection unit that detects errors in the printing and 
reading process (Parry; Figure 1 Item 23, Col 5 Lines 1 - 7). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have modified the teachings of Muto by those of Parry 
to include the reading process error detection. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the teachings of Muto by those of Parry because 
including the reading process error detection allows for errors to be detected in the 
reading process and reported to the user in the same fashion as printing errors. 
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As per claim 1 1 , Muto does not teach a Web page creating means that creates a 
Web page containing detailed infomnation about the problems detected in the image 
forming and reproducing process. 

Parry teaches a web page creating means that creates a Web page containing 
detailed information about the problems detected in the image forming and reproducing 
process (Parry; Figure 1 Item 12, Col 8 Lines 9 - 25, Claim 22). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have modified the teachings of Muto by the teachings of 
Parry to include the Web server. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the teachings of Muto by those of Parry because 
including the Web server allows additional information to be displayed to the user as 
well as the whole history of printer errors (Parry; Col 8 Lines 9 - 25). 

Response to Arguments 

12. In response to Office Action of August 9, 2005, Applicant argues that Parry US 
Patent No. 6,666,594 (hereinafter Parry) is not a valid reference against the pending 
claims because "Parry has as an earliest effective filing date April 24, 2003, thus, Parry 
does not have a valid filing date prior to applicants perfected priority date of September 
20, 2002." This argument is incorrect because the earliest effective filing date of Parry 
is October 19, 2001 , which is prior to applicant's priority date of September 20, 2002. 
The date of April 24, 2003 is the date the application for Parry was published. Under 35 
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U.S.C. 102(e), a person is entitled to a patent unless "the invention was described in an 
application for patent, published under section 122(b), by another filed in the United 
States before the invention by the applicant for patent (emphasis added)." Therefore, 
Parry is clearly an acceptable reference against the pending application. 
13. Applicant's arguments with respect to claims 1 - 14 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Richard Franklin whose telephone number is (571) 272- 
0669. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Huynh can be reached on (571) 272-4147. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomriation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Richard Franklin 
Patent Examiner 
Art Unit 2181 




